\tt United States Patent and Trademark Office 
h — — — 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313*1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/803,995 


03/13/200! 


Kazuhiro Tokiwa 


12I.I007/AMC 


9372 



21 171 7590 07/05/2006 

STAAS & HALSEY LLP 
JIM LIVINGSTON 
SUITE 700 

1201 NEW YORK AVENUE, N.W. 
WASHINGTON, DC 20005 



EXAMINER 



WEISBERGER, RICHARD C 



ART UNIT 



PAPER NUMBER 



3693 

DATE MAILED: 07/05/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



O/Wcp Ant inn Sutnman/ 


Application No. 

09/803,995 


Applicant(s) 
TOKIWA ET AL. 


Examiner 

Richard C Weisberger 


Art Unit 
3624 




- 77ie MAILING DATE of this communication appears on the cover sheet with the correspondence ac 
Period for Reply 


1 dress - 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 
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1 )D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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* See the attached detailed Office action for a list of the certified copies not received. 
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Election/Restrictions 

1 . Applicant's election without traverse of claims 1-3 and 1 1 in the reply filed on 4- 
14-2006 is acknowledged. 

2. Claims 1-3 and 1 1 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for matching sale conditions with offer conditions, 
wherein the sales conditions are equal to the offer conditions, does not reasonably 
provide enablement for matching sales condition with offer conditions . The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. 

Claim Rejections - 35 USC §112 

3. Claims 1-3 and 11 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are indefinite in scope. While the preamble is directed to an apparatus, the 
claim limitations seem to be directed to a method of use of the apparatus. Clarification 
is requested. 
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In claim 1 , the terms "offer conditions" and "sales conditions" are confusing. 
Clarification is requested as to the type of auction claimed (e.g., a reverse auction), the 
types of conditions transmitted (e.g. price, quantity), and from whom the information is 
generated (buyer or seller). 

In claim 1 ,the matching algorithm is vague and indefinite. Clarification is requested. 

In claims'!, the offer information registering unit is vague and indefinite. See the 
conditional limiations. Also, the "non-agreement" is vague and indefinite. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
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Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the A!PA (pre-AlPA 35 U.S.C. 102(e)). 
5. Claims 1-3 andl 1 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Carlton-Foss. 

The prior art teaches claims 1-3 and 11 1 , including the purchaser terminal, the sales 
information search unit, an offer information registering unit. (See column 3, II. 14-66) 
Note that the ranking means reads on the sales information search unit. Note further, 
the offer information registering unit reads on the matching engine/security manager 
that connects the request database and the bid database. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard C Weisberger whose telephone number is 571 
272 6753. The examiner can normally be reached during the hours of Maxiflex. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vince Millin can be reached on 571 272 6747. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



1 See 112nd rejections. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




